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FACSIMILE TRANSMISSION

THE INFORMATION CONTAINED IN THISFACSI M LE TRANSMISSION MAY
CONTAIN CONFI DENTI AL OR LEOQALLY PRIVILEGED INFORMATION
| NTENDED ONLY FOR THE PERSON OR ENTITY NAMED BELOW

If you are not the intended recipient, please do net mad, usc, disclose, distribute or
copy this transmission. P

If this transmssion was received in error, plcasc i mediately notify nc by telephone .
dircctly, and we will arrange for its returnatno cost toyou. Thank you.

To: Lynne G. Beresford

Company: Assistant Commissioner for Trademarks

Location: Arlinglon, VA

Fax No. (703) 30%- 7220

e

No. of Pages (including this page) §

Date: January 3, 19%

Renar ks:
From: Gary L. Giswold
3M Office of Intellectual Property Counsel
P.0.Box 33427
St. Paul, M\ 55133-3427
U S A

Our Fax No. (612) 736-3833

Telephone No. (612) 733-8904
-or-
General Telephone No. (612) 733-1500
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Gary 1. Griywold Uhice of Intclivctual
Chief Intellactanl Property Conasel

Property  Counsel

January 3, 1996

via Facsimile: (703) 308-7220

nAcsistant Conmi ssioner for Trademarks
Attention of: Ms. Lynne G Beresford
United states Patent and Tradenark office

2900 crystal Drive
Arlingten, Virginia 22202-3513

Kke: Conmunications With the patent and Trademark QLfice

Dear Ms. Beresford:

This letter is to express on behalf of Mnnesota Mining and
Manuf act uri ng Conpany (“3M”) conments regardi ng proposed
amendnents to sections 1.1, 1.9, and 1.10 of 37 CF.It. as
publ i shed at 1180 0.G. 122 et se(q. Oh November 28, 1995.
Theawendmentsaffecl communications with the Patent and
Trademark O fice (“PTO").

Addr essi ng Correspondence

The propused anendnent to section 1.1 would provide for
correspondence to the PTO to be addressed to one of the
Commissioner of Patents and Trademarks, the Assistant
commissionerfor Patents, or the Assistant comm ssioner for
Trademarks, dependi ng upon the nature of the correspoundence.

3M IS strongly opposed to this proposed amendment, if
correctly addressing correspondence 1s a necessary
reguirement to obtaining benefit of the filing date. Denial
of a filing date ofa piece of correspondence could result

in asubstantivelossof patent right-s and/or inecur
substantial costs.

The proposed change woul d i npose an undue burden on the
public without providing any substantivehenefittothe PTO.

It is not realistic orfair to expect the public to be
famliar with the npst current internal organi zation of the
PTO 80 as to beableto di stinguish between organizations
reporting to the Assistant Commissioner for Patents anti
those reporting to the Conmissioner of Patents and

Minncsota Mining nnd
Manufactaring Company

PO Box 13427

St Paul, MN §5133.3427 1I1SA
612 733 904

6127363833 Fackimile
297023 1*10X
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Tr ademar ks. Any reorgani zati on of the PTO might result in a
change of appl i cabl e address requirenments.

Under Lhe propused rule, an applicant filing a new
application would be required to addrese the application te
the Assistant Commissioner for Patents while a check forthe
tiling feemust be made out to thecCommissioner for Patents
and Trademarks. Siwmilarly, a request for reexamnation of
an issued patent would be required tobe addressed to the
Assistant Commissioner whilean assignment of that patent
woul d have to be addressed to the Commissioner. A request
for an oral hearing i s to be addressed to the Assistant
conmi ssioner while comunications with the Board areto be
addressed to the Conm ssioner.

Denial of the benefit of a filing date for incorrectly
addressing a piece of correspondence, i.e., amninor defect
in form, when the substantive content of the correspondence
conplies with the rules would be an extreme and unwarranted
sancti on,

The change would present an administrative burden to
applicants and practitioners who nust nmaintain separate, but
confusingly simlar, stamps and word processing macros for
preparing certificates ofmailing and addressing
correspondence.

Dy far the major portion of incoming correspondence is

handl ed by persons other than an Assistant Conm ssioner or

t he Conmi ssioner. Thus, requiring selection ofaddress
between an Assistant Conmi ssioner and the Conm ssioner woul d
not facilitate sorting end handling of the correspondence.

For these reasonsweoppose the proposed change to section
1.1*

Sorting and processing of incomng correspondence is best
facilitated through use of Special Ofice Mail boxes as -
currently listed in each issue of the Oficial Gazette.

Addi tional special boxes for othertypes ofcorrespondence
could be established toexpand the benefits of the existing

procedure.
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Federal Holidays Wthin pistrict of Colunbia

The proposed amcndmenttosection 1,9 would define a federal
holiday within the District of Colunbia as I ncluding any day
when the pro is officially closed for a 1ater announced
reasun dSutlh a3 adverse weatherur ovthercauses.

3M is opposed to this amendment to section 1.9, in view of
the terms of section 1.10, either in Its current form or if
anended as propused, regarding the date correspondence will
be considered as filed in the PTO. The anendnent to section
1.9 could lead to loss of valusbhle patent rights.

Many tinmes an application is filed via Express Mail to
ssccurea filing date inadvance ofa divulgation of the

i nvention such as a product introductionatatrade Show.

An applicant will often file a patent application shortly
before a divulgation event, intending to rely upon the
filing date for subsequent foreign patent applications.
Under the proposed amendment, an applicant fol | ow ng that
procedure could find out that adverse weather led to closing
of the PTOfur the day on the day the application was £filed,
causing the filing date ofthe application to be changed to
a later date. Tf that. later date i s subsequent to the
dilvulgation, the applicant would | ose valuable patent rights
due to matters entirely beyond his control.

3Mwould support a more narrowly defined rul e change that
woul d permt any action or fee due to be taken or paid on
t he next succeeding day when the PTO is open. It is

I nperative, however, that such an anmendnent not prevent
applicants filing inthe United States from Obt ai ni ng the
earliest priority date to which they are entitled.

Express Mailing
£ WaS proposed to amend sectinn 1.10 to deletea the

requirenent ot a certificate of matling and to incorporate
requi rements for resubm ssion of msplaced correspondence
that parallel section 1.8.

3M strongly supports these amendments.
Entryof the “date in” notalion by the postal service on the

Express Mail envelope is adequate evidence of the date ot
mai | i ng. The procedural requirenent of acertification Is
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thus unnecessary. Elimination of this requirement removes a
potenllial Lechuicalesror thatcancost an applicant
val uabl e rights.

Very truly yours,

Ga¥y L/ Griswold

CLG/RHI/1he
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